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INTRODUCTION
On October 11, 2018, the United States Patent and Trademark Office
(PTO) published the final draft of its rules for interpreting unexpired patent
claims in inter partes review (IPR), post-grant review (PGR), and the
transitional program for covered business method patents (CBM)
proceedings before the Patent Trial and Appeal Board (PTAB).1 IPR, PGR
and CBM enable third-parties to challenge granted patents before the PTO
under the Leahy-Smith America Invents Act — these challenges are
referred to as AIA proceedings. In prior AIA proceedings, claim
construction was based on the broadest reasonable interpretation (BRI)
standard. In the final draft of rules, the PTO made the decision to replace

*

Northwestern University Pritzker School of Law, J.D., 2020.
Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before
the Patent Trial and Appeal Board, 83 Fed. Reg. 51,340, 51,358-59 (Oct. 11, 2018) (codified at 37
C.F.R. pt. 42)[hereinafter Changes to the Claim Construction Standard Oct. 2018].
1
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the BRI standard with the same claim construction standard used by Article
III federal courts.
The PTO amends 37 C.F.R. § 42.100 by revising its paragraph (b) as
follows:
In an inter partes review proceeding, a claim of a patent, or a claim proposed
in a motion to amend under § 42.121, shall be construed using the same claim
construction standard that would be used to construe the claim in a civil action
under 35 U.S.C. 282(b), including construing the claim in accordance with the
ordinary and customary meaning of such claim as understood by one of
ordinary skill in the art and the prosecution history pertaining to the patent.
Any prior claim construction determination concerning a term of the claim in
a civil action, or a proceeding before the International Trade Commission, that
is timely made of record in the inter partes review proceeding will be
considered.2

The same changes were made to paragraph (b) of 37 C.F.R. § 42.200
and paragraph (b) of 37 C.F.R. § 42.300.3 The new rules took effect on
November 13, 2018 and only apply to petitions filed on or after the
effective date.4
Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) articulates the
standard used to consider a claim in a civil action under 35 U.S.C.
§ 282(b), which is typically referred to as the Phillips standard. Under the
final rule, the PTAB will adopt the Phillips standard in AIA-proceedings.5
On top of that, a new provision was added to allow the PTAB to consider
prior claim construction determinations made by a court or the
International Trade Commission (ITC) under certain conditions.6 In
addition, the PTAB will apply the Phillips standard when interpreting
substitute claims proposed by a patent owner to amend an unexpired patent
during an AIA proceeding.7
In the rule change package, the PTO mainly addressed two concerns
behind this move. First, the PTO considers this change a response to
stakeholders’ concerns of unfairness resulting from the use of different
claim construction standards in AIA proceedings and civil litigations.8 The
arguably broader scope of claims construed under the BRI standard makes

2
3
4
5
6
7
8
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Id. at 51,358.
Id. at 51,358-59.
Id. at 51,340.
Id. at 51,343.
Id. at 51,342.
Id.
Id.
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a patent much more vulnerable before the PTAB than in federal courts.9
The PTO alleges that “[m]inimizing differences between claim
construction standards used in the various fora will lead to greater
uniformity and predictability of the patent grant, improving the integrity of
the patent system.”10 Second, in light of a study showing that “86.8% of
patents at issue in AIA proceedings also have been the subject of litigation
in the federal courts,” the PTO claims that “using the same standard in
various fora will help increase judicial efficiency overall.”11
This paper examines the rule change package and raises doubts as to
the reasoning behind the change. On one hand, the unfairness alleged by
the PTO is not convincing for three reasons. First, though the BRI standard
might have provided more leeway, it shares substantially the same
framework and guidance as the Phillips standard. The difference in the
outcome is too subtle to substantially impair patent owners. Second,
because of the opportunity for patent owners to make amendments in AIA
proceedings, adopting the BRI standard is the appropriate way to balance
the public interest in definite and unambiguous claims with the patent
owner’s interest in uniformity across fora. Third, under current case law
and statutes, both the PTAB and federal courts consider the parties’
previous and current positions on claim construction regardless of the
standard under which the claim was construed. Therefore, it is redundant to
change the claim construction standard for the same purpose.
As to efficiency, it might be true that applying the same claim
construction will “enhance the ability of federal courts and the ITC to rely
upon PTAB claim construction in subsequent proceedings.”12 However, the
PTO does not provide a clear answer regarding how to address the
inconsistency between the other post-grant proceedings (such as reissue, ex
parte review) and AIA proceedings after the rule change. Also, there is not
enough explanation about how the new practice serves to provide an
effective second check on unqualified patents. The impaired ability of the
PTAB to safeguard patent quality and the likely chaos within the PTO will
decrease the overall efficiency of the patent system.
Part I explains the BRI standard and why it was adopted throughout
the agency. It will also explain the Phillips standard. Part II discusses why
the alleged unfairness due to the different standards is not substantial
enough to justify the rule change. Part III discusses why the rule change
might reduce the overall efficiency of the patent system.
9

Id.
Id.
11 Id.
12 Id. at 51,346.
10
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I. BACKGROUND
Claim construction plays a vital role throughout the patent system.
When a patent application is under examination before the PTO, the
examiner must construe the claim language in order to determine the
patentability of the claimed invention in terms of novelty and nonobviousness. When a granted patent is involved in an infringement or
invalidity dispute, courts often have to construe the claim language again to
determine the proper scope of the patent before they can make any final
decisions.13 Two different claim construction standards have developed in
accordance with the different roles the PTO and courts play in the patent
system.
A. BRI Standard and Its Use by the PTO
Before the rule change, the BRI standard was used in all proceedings
before the PTO, both before and after a patent is granted.14 The BRI
standard gives claim terms “their broadest reasonable interpretation . . . in
light of the specification as it would be interpreted by one of ordinary skill
in the art.”15 In recent decisions, the Federal Circuit has emphasized that the
“broadest” interpretation must be reasonable, legally correct, and consistent
with both the specification and the understanding of those skilled in the
art.16 When applying the BRI standard in AIA proceedings, the PTO should
also consult the prosecution history of the patent.17
It has long been decided that the claims of a patent bear the objective
of giving fair notice to the public about the boundary of patent rights so
that the public can act accordingly.18 The BRI standard facilitates the public
notice function of claims in several aspects. First, it effectively helps the
examiner determine the outer limit of the claims. When reading the claim
terms as broadly as possible, the examiner can explore the scope and
breadth of the claim language. This way, the claim is less likely to “be
interpreted as giving broader coverage than is justified” after the patent is
13

Markman v. Westview Instruments, Inc., 517 U.S. 370, 372 (1996).
37 C.F.R. §§ 1.75(d)(1), 42.200(b), 42.300(b) (2019).
15 In re Sneed, 710 F.2d 1544, 1548 (Fed. Cir. 1983).
16 PPC Broadband, Inc. v. Corning Optical Communs. RF, LLC, 815 F.3d 747 (Fed. Cir. 2016);
Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292, 1297 (Fed. Cir. 2015); In re NTP, Inc., 654 F.3d
1279, 1288 (Fed. Cir. 2011); In re Suitco Surface, Inc., 603 F.3d 1255, 1260 (Fed. Cir. 2010); In re
Skvorecz, 580 F.3d 1262, 1267 (Fed. Cir. 2009); In re Cortright, 165 F.3d 1353, 1358 (Fed. Cir. 1999).
17 Microsoft Corp., 789 F.3d at 1297 (noting that “[e]ven under the broadest reasonable
interpretation, the Board’s construction cannot be divorced from the specification and the record
evidence and must be consistent with the one that those skilled in the art would reach” (internal citation
omitted)).
18 Merrill v. Yeomans, 94 U.S. 568, 573 (1876).
14
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granted.19 Applying the BRI standard can not only “protect the real
invention,” but also “prevent needless litigation after the patent has
issued.”20 The application of the BRI standard is justified because the
applicant has the opportunity to amend his claims.21
Second, the BRI standard provides an incentive for the applicant to
produce clear patent drafting.22 Broad interpretation of the claim terms
exposes ambiguities, and thus, forces the applicant to make clarifications
through amendments.23 The applicant has the responsibility to remove
ambiguity.24 Moreover, this interactive process produces valuable written
records for the public.
The same reasons warranting the use of the BRI standard during the
initial examination also explain its use in the reissue proceeding and the
predecessors of AIA proceedings.25 In stipulating the use of the BRI
standard in AIA proceedings, the PTO has explicitly stated that “only
through the use of the broadest reasonable claim interpretation standard can
the Office ensure that uncertainties of claim scope are removed or
clarified.”26 It serves the goal of “produc[ing] clear and defensible patents
at the lowest cost point in the system.”27
B. Phillips Standard and Claim Construction in Court
Before AIA implemented the proceedings, stakeholders often
challenged the validity of a patent was often challenged in federal court in
connection with an infringement suit.28 The court must know what the
scope of the patent claims is in order to adjudicate whether the patent is
valid or whether it was infringed. In 1996, the United States Supreme Court
clarified that “[t]he construction of a patent, including terms of art within
its claim, is exclusively within the province of the court.”29 Since then,
claim construction is always an issue for the judge, not the jury. The
question is by which standard shall the judge construe the claim language.
19
20
21
22
23
24
25

In re Prater, 415 F.2d 1393, 1395-96 (C.C.P.A. 1969) (internal citation omitted).
In re Carr, 297 F. 542, 542 (D.C. Cir. 1924).
Id.
In re Zletz, 893 F.2d 319, 321-22 (Fed. Cir. 1989).
Id.
In re Bigio, 381 F.3d 1320, 1324 (Fed. Cir. 2004).
In re Reuter, 651 F.2d 751 (C.C.P.A. 1981) (reissue); In re Yamamoto, 740 F.2d 1569 (Fed. Cir.

1984).
26

Office Patent Trial Practice Guide, 77 Fed. Reg. 48,755, 48,764 (Aug. 14, 2012) (codified at 37
C.F.R. pt. 42).
27 Id.
28 35 U.S.C. § 282(b) (2012).
29 Markman v. Westview Instruments, 517 U.S. 370, 372 (1996).
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In Phillips v. AWH Corp., the Federal Circuit provided detailed
guidance on the correct construction of claim terms in court.30 In general,
the words of a claim shall be “given their ordinary and customary
meaning,” and “the ordinary and customary meaning of a claim term is the
meaning that the term would have to a person of ordinary skill in the art in
question . . . as of the effective filing date of the patent application.”31 The
Federal Circuit considers it an “objective baseline” to begin claim
construction by asking “how a person of ordinary skill in the art
understands a claim term.”32
The Federal Circuit emphasizes the important role of “intrinsic
evidence” (e.g., specification and prosecution history) in deciding the
ordinary meaning of claim language.33 With respect to the specification, the
Federal Circuit notes that even the broad claim interpretation by the PTO is
limited within the specification as understood by a person of ordinary skill
in the art.34 Therefore, it is “entirely appropriate” for the court “to rely
heavily on the written description for guidance as to the meaning of the
claims.”35
Furthermore, in construing the meaning of claim terms, the court shall
consider the prosecution history of a patent.36 The prosecution history often
demonstrates how the inventor and the PTO interpreted the meaning of
claim language.37 The court can at least eliminate the interpretation that has
been disclaimed during the prosecution. More importantly, the Federal
Circuit has held that “statements made by a patent owner during an IPR
proceeding can be relied on to support a finding of prosecution disclaimer
during claim construction.”38 The doctrine of prosecution disclaimer plays a
key role in “promot[ing] the public notice function of the intrinsic evidence
and protect[ing] the public’s reliance on definitive statements made during”
both prosecution and post-grant proceedings.39
C. Controversy Arising from the Claim Construction Standard
The existence of two different claim construction rules inevitably
creates controversy. In challenging a rejection issued by the PTO, one
30
31
32
33
34
35
36
37
38
39
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Phillips v. AWH Corp., 415 F.3d 1303, 1311-24 (Fed. Cir. 2005).
Id. at 1312-13.
Id. at 1313.
Id.
Id. at 1317.
Id.
Id. (citing Markman v. Westview Instruments, Inc., 52 F.3d 967, 980 (Fed. Cir. 1995)).
Id.
Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353, 1359 (Fed. Cir. 2017).
Id. at 1360 (citing Omega Eng’g, Inc. v. Raytek Corp., 334 F.3d 1314, 1324 (Fed. Cir. 2003)).
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applicant has argued that the PTO should “interpret claims in the same
manner as courts are required to during infringement proceedings.”40 There
was a call for uniformity long before the implementation of the AIA
proceedings.41 The general concern is that different interpretation standards
cause uncertainty, which undermines the public notice function of claims.42
The AIA proceedings push the debate to the top of the controversy,
especially because of the troublesome high invalidation rate during these
proceedings.43
According to Congress, the PTO received only 53 requests for inter
partes reexamination, the predecessor of IPR,44 as compared to 6,955
requests for IPRs,45 during the first 5 years after their respective
implementations. For the first few years after IPRs were enacted, from
2012 to 2019, the PTAB invalidated all the instituted claims in the vast
majority of cases where a final decision was reached.46 The IPR proceeding
started to gain the reputation of being a “patent death squad” or “patent
killer.”47 Some attribute the high invalidation rate to the broad nature of the
BRI standard.48 This point often contributes to the criticism that the system
is unfair to patent owners, which, in turn, led to the rule change to adopt the
Phillips standard in AIA proceedings.49
The PTO claims that the rule change is part of its “continuing efforts
to improve AIA proceedings,” and relies on the Supreme Court’s decision
in Cuozzo Speed Techs., LLC v. Lee for its ability to choose the claim
40

In re Morris, 127 F.3d 1048, 1053 (Fed. Cir. 1997).
See Michael Risch, The Failure of Public Notice in Patent Prosecution, 21 HARV. J. LAW &
TECH. 179, 208—20 (2007).
42 Id. at 209.
43 All or some claims were found unpatentable in 80% of the final written decisions made by the
PTAB between Sept. 16, 2012 and Sept. 30, 2019. Trial Statistics IPR, PGR, CRM, PATENT TRIAL AND
APPEAL BOARD (Sept. 2019), https://www.uspto.gov/sites/default/files/documents/Trial_Statistics_2019
-09-30.pdf [https://perma.cc/UZ8S-GWX6][hereinafter Trial Statistics 2019].
44 H.R. REP. NO.112-98, pt.1, at 46 (2011).
45 Trial Statistics IPR, PGR, CRM, PATENT TRIAL AND APPEAL BOARD (Sept. 2017),
https://www.uspto.gov/sites/default/files/documents/Trial_Stats_2017-09-30.pdf [https://perma.cc/
M4SA-J722].
46 Trial Statistics 2019, supra note 43.
47 Matt Levy, Death to All Patents? Really? Why Inter Partes Review Shouldn’t Be Controversial,
IPWATCHDOG, https://www.ipwatchdog.com/2015/11/06/death-to-all-patents-inter-partes-review/id=
62935/ [https://perma.cc/P3ZL-KTXM].
48 Laura E. Dolbow, A Distinction Without a Difference: Convergence in Claim Construction
Standards, 70 VAND. L. REV. 1071, 1083 (2017).
49 Tom Engellenner, USPTO Responds To Criticism By Promising PTAB Rule Changes That
Should Benefit Patent Owners, POSTGRANT-COUNSEL, https://postgrant-counsel.com/2015/04/07/uspto
-responds-to-criticism-by-promising-ptab-rule-changes-that-should-benefit-patent-owners/ [https://
perma.cc/A4ZL-5ZXD].
41
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construction standard for AIA proceedings.50 Before publishing the final
rule, the PTO issued a proposed rulemaking standard in May 2018 and
sought comments on the change.51 According to the PTO, it received 374
comments, most of which support the proposed change.52 In the rule change
package, the PTO indicated that the broader interpretation of claims under
the BRI puts the patent owner in a more vulnerable position before the
PTAB.53 The PTO is also concerned since various fora apply different
standards, a losing party can challenge the same patent repeatedly, thereby
wasting judicial resources and resulting in unfairness.54
This rule change also aims to increase efficiency.55 According to the
PTO, using the same claim construction standard across fora would
increase judicial efficiency and reduce cost because parties need only focus
their resources on developing a single set of claim construction
arguments.56 Particularly, the PTO supports its argument with one study
that found “86.8% of patents at issue in AIA proceedings also have been
the subject of litigation in the federal courts.”57 The PTO considers that this
“high percentage of overlap” strongly suggests the use of the Phillips
standard in AIA proceedings.58 Finally, the PTO anticipates “a slight
reduction in the indirect costs,” because “the parties may be able to
leverage work done in the district court.”59
II. THE ILLUSION OF UNFAIRNESS
The unfairness alleged by the PTO is not convincing for three reasons.
First, though the BRI standard might have provided a little bit more
leeway, it shares substantially the same framework and guidance as the
Phillips standard. The difference in the outcome is too subtle to
substantially impair the patent owners. Second, because of the opportunity
for the patent owner to make amendments in the AIA proceedings,
adopting the BRI standard is the appropriate way to balance public interest
in unambiguous claims with the patent owner’s interest in uniformity
across fora. Third, there are existing mechanisms that prevent parties from
50

Changes to the Claim Construction Standards Oct. 2018, supra note 1, at 51,346.
Change to the Claim Construction Standard for Interpreting Claims in Trial Proceeding Before
the Patent Trial and Appeal Board, 83 Fed. Reg. 21,221 (May 9, 2018) (codified at 37 C.F.R. pt. 42).
52 Changes to the Claim Construction Standards Oct. 2018, supra note 1, at 51,345.
53 Id. at 51,342.
54 Id.
55 Id. at 51,344.
56 Id.
57 Id. at 51,342.
58 Id.
59 Id. at 51,344.
51
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taking different positions, which makes it redundant to change the claim
construction standard for the same purpose.
A. No Substantial Difference between BRI and Phillips
It seems natural to reach the conclusion that the BRI standard will
generate a broader scope than the Phillips standard because of the word
“broadest.” However, this is not the reality. The case law which lays the
foundation of the BRI framework has been discussed above. The Manual of
Patent Examination Procedure (“MPEP”) can provide us more guidance on
how the examiner or PTAB judge would implement the rule:
The broadest reasonable interpretation does not mean the broadest possible
interpretation. Rather, the meaning given to a claim term must be consistent
with the ordinary and customary meaning of the term (unless the term has
been given a special definition in the specification), and must be consistent
with the use of the claim term in the specification and drawings. Further, the
broadest reasonable interpretation of the claims must be consistent with the
interpretation that those skilled in the art would reach.60

Comparing the PTO’s interpretive guidance with the language in
Phillips, the claim construction framework under both standards appear
similar.
In Facebook, Inc. v. Pragmatus AV, LLC, the Federal Circuit claimed
that “[t]he broadest reasonable interpretation of a claim term may be the
same as or broader than the construction of a term under the Phillips
standard. But it cannot be narrower.”61 The dicta was not about narrower or
broader claim scope, but that the Board was not supposed to construe the
claim term in an unreasonable manner. The Federal Circuit pointed out that
the interpretation by the Board was not consistent with either the plain
language of the claim, or the specification.62 One could further interpret the
opinion to imply that the claim construction by the board was inconsistent
with the understanding of those with ordinary skill in the art. In other
words, the Board would probably have reached the same interpretation if it
strictly followed the rule of BRI. It would have to look for the ordinary and
customary meaning consistent with the specification and the understanding
of those skilled in the art, just as the Federal Circuit did under Phillips.
Empirical studies also show that the outcomes are not very different
under BRI or Phillips. One study examined the legal authorities cited in all

60 U.S. PATENT & TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING PROCEDURE § 2111 (9th
ed. 8th rev., 2018) [hereinafter MPEP].
61 Facebook, Inc. v. Pragmatus AV, LLC, 582 F. Appx 864, 869 (Fed. Cir. 2014).
62 Id. at 867-69.
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the PTAB’s final written decisions in the IPR proceedings during the oneyear period after the 2015 Cuozzo decision.63 It concludes that “the two
standards look to substantially similar legal authority,” which could be
explained by the similar guidance underlying each standard.64 The study
suggests “different conclusions about the same claim terms may be due to
the inherent ambiguities in interpretation or litigant behavior rather than a
difference between the legal standards.”65 Another point worth noting is
that clear intrinsic evidence often leads to the same outcome no matter
which standard is applied, while the same standard could result in different
outcomes with less clear intrinsic evidence.66 Though the author of the
study advocates for convergence in claim construction standards, these
results at least show that the dual claim construction system is not the key
reason behind the unsupported “high invalidation rate” which tends to
unfairly imperil the patent owner.
It is interesting that while the PTO asserts it is unfair for the patent
owner to be subject to a broader claim scope in one forum but not the other,
it has also acknowledged that the two seemingly different standards reach
the same claim interpretation in the vast majority of cases.67 The PTO made
this point in response to the concern that the change of the claim
construction standard “will lead to inconsistency, confusion, and
complexity within the Office.”68 However, the lack of substantial
differences between the two standards can also justify a decision to
maintain the status quo. In explaining the potential unfairness of the BRI
standard, the PTO provided a hypothetical example—a competing product
sold after the effective filing date will not be found infringing under
Phillips, but might be able to invalidate the patent if sold before the
effective filing date.69 Yet, based on the PTO’s own analysis, it is likely that
the patent owner will receive a substantially different outcome in reality.
B. The Opportunity to Make Amendments
Because of the opportunity for the patent owner to make amendments
in the AIA proceedings, adopting the BRI standard is the appropriate way
to balance public interest in certain and unambiguous claims with the

63
64
65
66
67
68
69
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Dolbow, supra note 48, at 1,085.
Id. at 1,089.
Id. at 1,089.
Id. at 1,101-02.
Changes to the Claim Construction Standard Oct. 2018, supra note 1, at 51,348-49.
Id. at 51,348.
Id. at 51,350.
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patent owner’s interest in uniformity across fora.70 When enacting the AIA,
Congress codified the opportunity to amend the patent during the AIA
proceedings.71 In general, the patent owner is allowed to file one motion to
amend the patent by cancelling the challenged claim or proposing
substitute claims.72 Any amendment made must neither enlarge the scope of
the claims nor introduce new matter.73
In helping Congress design the AIA proceedings, the PTO has
indicated that it is crucial to include amendments in the post-grant
proceedings. According to the PTO, “[b]y providing for the possibility of
amendment of challenge claims, the proposed system would preserve the
merited benefits of patent claims better than the win-all-or-lose-all validity
contests in District Court.”74 In 2016, the PTO started to apply the Phillips
standard for expired patents and soon-to-be expired patents in the AIA
proceedings.75 Because the patent owner is not allowed to amend a claim
that expires during prosecution or reexamination, the favorable effects of
the BRI standard will no longer exist.76
Based on the infrequency of amendments in AIA proceedings, the
PTO claims that it “no longer believes that the opportunity to amend in an
AIA proceeding justifies the use of BRI.” The PTO mainly relies on data
that only 196 motions to amend were decided until June 30, 2018, which
seems disproportionate to the number of petitions for AIA proceedings, let
alone only 4% of the motions were granted.77 The PTO quotes one
comment which says patent owners are usually unwilling to make postissuance amendments due to the concern of “intervening right . . . and the
loss of past damages for infringement in a co-pending litigation after
amendment.”78 Since claim amendments are rare in AIA proceedings and
“substantially different than amendments during examination”, the PTO
concludes that one of the key reasons to adopt BRI is gone.79

70

In re ICON Health & Fitness, 496 F.3d 1374, 1379 (Fed. Cir. 2007) (“as applicants may amend
claims to narrow their scope, a broad construction during prosecution creates no unfairness to the
applicant or patentee.”).
71 35 U.S.C. §§ 316(d), 326(d) (2012); 37 C.F.R. §§ 42.121(a)(2), 42.221(a)(2) (2012).
72 37 C.F.R. § 42.121(a).
73 Id.
74 Patent Quality Improvement: Post-Grant Opposition: Hearing Before the Subcomm. on Courts,
the Internet, and Intellectual Property of the H. Comm. on the Judiciary, 108th Cong. 6 (2004).
75 Amendments to the Rules of Practice for Trials Before the Patent Trial and Appeal Board, 81
Fed. Reg. 18,750 (Mar. 10, 2016) (codified at 37 C.F.R. § 42).
76 In re CSB-System Int’l, Inc., 832 F.3d 1335, 1341-42 (Fed. Cir. 2016).
77 Changes to the Claim Construction Standard Oct. 2018, supra note 1, at 51,349.
78 Id. at 51,348.
79 Id. at 51,349.
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However, concerns with intervening rights are not new. 35 U.S.C.
§ 318(c) specifies that approved amendments in IPR have the same effect
as the amendments in reissued patents. While intervening rights might be a
general concern, the comment quoted by the PTO pointed out that the fast
speed of the AIA proceedings and “the ability to file a contingent
amendment” made patent owners more willing to make amendments in the
AIA proceedings, especially among the earlier IPR filings.80 The comment
also points out that no amendment is allowed for challenged patents which
are expired or soon-to-be expired patents, which might also be a factor for
the low amendment rate.81
More importantly, we cannot ignore the heavy burden that was
imposed on the patent owners intending to file a motion to amend in AIA
proceedings.82 In the implementation of the AIA proceedings, the PTAB
allocated both the burden of production and the burden of persuasion on the
patent owner that proposed substitute claims.83 Particularly, in order to
show the amendment did not enlarge the scope of the patent and that no
new matter was introduced, the patent owner also had to prove the
patentability of the amended claims—not only over the prior art of record,
but also those that were known to the patent owner.84 These onerous
requirements may explain the more than 90% denial rate of the motion to
amend before the PTAB.85 Thus patent owners might be driven away from
making an effort to amend the claims in the AIA proceedings.86
However, the trend might change after the Federal Circuit’s en banc
decision in Aqua Products, Inc. v. Matal.87 The decision held that the
petitioner shall bear the burden of persuasion with respect to the
patentability of amended claims in IPR proceedings.88 The court clarified
80

Scott McKeown, Multiple Factors Drive Downtrend in Amendments at PTAB, PATENTS POST
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84 James Glass & Richard Lowry, IPR Claim Amendments in the Wake of Aqua Products, LAW360
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86 Glass & Lowry, supra note 84.
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that the patent owners only have to meet the burden of production under
§ 316.89 In footnote 6 of the decision, the court considered such distribution
of burdens “consistent with other PTO-based proceedings,” including
reissue, ex parte reexaminations, pre-AIA inter partes reexaminations and
interference proceedings; the court indicated that when enacting the AIA,
Congress did not intend to “deviate from this well-established rule” or any
“certain unexpressed presumptions” in the PTO practice.90
After this decision it is easier for patent owners to bring a motion to
amend in AIA proceedings since owners do not have to show patentability
over prior art. Commentators also anticipate a simpler amendment process
if the PTAB follows Judge O’Malley’s suggestion to decide the motion to
amend on consideration of the entirety of the IPR record.91 This way, the
patent owner will have less to worry about in a motion limited to twentyfive pages.92 In general, motions to amend in AIA proceedings are expected
to be more popular than before. The latest statistics provided by the PTO
have shown that filings in the first half of 2018 have exceeded 2017,
consistent with the expectations.93
With this latest decision in hand, it is too early for the PTO to
conclude that the opportunity to amend no longer justifies the use of the
BRI standard. In 2015, the PTO began considering a rule change to ease the
process for patent owners to amend claims.94 Interestingly, the PTO issued
a proposed amendment process in response to the Aqua Products decision
to address high denial rates.95 With all the changes that are happening, or
about to happen, the rareness of amendments in AIA proceedings is not
enough to support the PTO’s position to give up the BRI standard.
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Id. at 1305-06.
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91 Robert M. Asher, Inter Partes Review and Claim Amendment Strategies after Aqua Products,
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C. Existing Mechanisms that Prevent Changing Positions
In the rule change package, the PTO emphasized that the consistency
of the claim construction standard prevents parties from taking inconsistent
positions in different fora, thus, leading to an equitable patent system.96
Some comments note that the opportunity to take different positions under
different standards “unfairly advantages the patent challenger.”97 The
question is how much flexibility is “permit[ted to] patent infringers to
aggressively argue inconsistent positions on claim scope in different
fora?”98
On one hand, the PTO has stipulated that “a party must serve relevant
information that is inconsistent with a position advanced by the party
during the proceeding concurrent with the filing of the documents or things
that contains the inconsistency.”99 The PTO also clarifies in this rule change
package that this is a mandatory disclosure, and “a prior claim construction
must be submitted under 37 CFR § 42.51(b), if it is relevant information
that is inconsistent with a position advanced by the party during the
proceeding.”100
On the other hand, the Federal Circuit has held that “statements made
by a patent owner during an IPR proceeding can be relied on to support a
finding of prosecution disclaimer during claim construction.”101 This
includes the statements made before the IPR is instituted.102 Both the PTAB
and federal courts will consider the parties’ previous and current positions
on claim construction no matter which standard was used. Since both BRI
and Phillips work under the limitation of claim language, specification, and
understanding of person having ordinary skill in the art, neither party can
take the position that is diametrically different.
III. THE UNWARRANTED EFFICIENCY
As to the efficiency argument, it might be true that applying the same
claim construction will “enhance the ability of federal courts and the ITC to
rely upon PTAB claim construction in subsequent proceedings.”103
However, the PTO does not provide a clear answer regarding how to
address the inconsistencies within the PTO after the rule change. Further, a
96
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lack of explanation about how the new practice serves to provide an
effective second check on bad patents. The likely chaos within the PTO and
its potentially impaired ability to safeguard patent quality might decrease
the overall efficiency of the patent system.
A. Legislative History of the AIA Proceedings and the Fitness of BRI
At this point, it is valuable to look back and see why the AIA
proceedings were created and how the BRI standard fits in. When enacting
the America Invents Act, Congress repeatedly emphasized “patent
quality.”104 The main concern of the legislature was “a growing sense that
questionable patents are too easily obtained and are too difficult to
challenge.”105 Congress asserted that “[i]f the United States is to maintain
its competitive edge in the global economy, it needs a system that will
support and reward all innovators with high quality patents.”106
Following the same line, Congress held a hearing in 2004 discussing
how to strengthen the post-grant opposition process to improve patent
quality.107 Congressman Lamar Smith began the hearing by saying “[a]ll
roads should lead to enhanced patent quality. Patents of dubious probity
only invite legal challenges that divert money and other resources from
more productive purposes.”108 The AIA proceedings represent a continuous
effort by Congress to establish proceedings that focus solely on the validity
of already-issued patents “without recourse to expensive and lengthy
infringement litigation.”109 This includes enabling patent owners to “test the
validity of United States patents.”110
Among all the AIA-proceedings, the creation of the post-grant review
(PGR) proceeding explicitly embodies the goal to improve patent quality.
The intent of PGR is “to enable early challenges to patents, while still
protecting the rights of inventors and patent owners against new patent
challenges unbounded in time and scope.”111 Congress expected “this new,
early-stage process for challenging patent validity and its clear procedures
for submission of art [to] make the patent system more efficient and
improve the quality of patents and the patent system.”112
104
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In adopting the BRI standard in the AIA proceedings, the PTO has
echoed Congress’ goal to improve patent quality. In a practice guide
published by the PTO in 2012 regarding the new proceedings, the PTO
commented that:
Only through the use of the broadest reasonable claim interpretation standard
can the Office ensure that uncertainties of claim scope are removed or
clarified. Since patent owners have the opportunity to amend their claims
during IPR, PGR, and CBM trials, unlike in district court proceedings, they
are able to resolve ambiguities and overbreadth through this interpretive
approach, producing clear and defensible patents at the lowest cost point in the
system.113

In 2016, the PTO again affirmatively sided with the BRI standard with
respect to unexpired patents in changing the claim construction standard for
expired, or so-to-be expired patents. The PTO explicitly stated:
Applying the broadest reasonable interpretation standard in the proceedings
serves an important patent quality assurance function . . . the application of the
broadest reasonable interpretation for claims furthers the congressional goal of
providing “a meaningful opportunity to improve patent quality and restore
confidence in the presumption of validity that comes with issued patents in
court.”114

One of the comments received by the PTO indicates that “if the PTO
adopts the proposed changes, the PTO should implement procedures that
will safeguard the AIA’s goal of improving patent quality and minimize
unfairness to the parties.”115 However, the PTO did not address this issue in
detail in the rule change package.116 Though the PTO alleges “many of the
bases originally advanced in 2012 as justifying the use of BRI,” it only
pointed to the rareness of amendments, specifically.117 As discussed above,
the opportunity to amend is of value to patent owners considering the fast
nature of the AIA proceedings. With the obstacles to making amendments
in AIA proceedings substantially reduced, the trend is expected to
change.118
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B. Different Roles of the PTAB and the Courts at the Post-grant Stage
It is important to remember that the PTAB and the federal courts play
different roles at the post-grant stage. Like the PTO, the PTAB bears the
obligation to serve as a proxy for the public’s interest in access to
unpatentable knowledge. Even if the AIA proceedings more closely
resemble private litigation than other post-grant proceedings, their major
function is to double-check the existing patents to ensure an appropriate
grant. By contrast, the federal courts’ focus is to adjudicate any disputes
around patent rights like any other property right.
First, the AIA proceedings are distinct from judicial proceedings,
because the PTAB adopts the standing rule, which allows petitioners to be
parties who have not been directly harmed by a patent.119 The Supreme
Court holds that the party that initiates the AIA proceeding does not have to
remain in the proceeding.120 Distinct from a court proceeding, the PTAB
can “continue to conduct an inter partes review even after the adverse party
has settled.”121
Second, patents in a civil litigation are presumed valid by statute, but
there is no such presumption in AIA proceedings.122 In 1997, the Federal
Circuit affirmed that no presumption of validity attaches before the PTO.123
Congress intentionally left out language in the original proposal for the
AIA proceedings which would have imposed a presumption of validity
before the PTAB.124 This demonstrates that Congress acknowledges that the
PTAB is supposed to function in line with the general role of the PTO,
rather than a duplicate of court.
Without the presumption of validity, Congress further stipulated a
lower evidentiary standard for AIA proceedings than the federal court—”a
preponderance of the evidence,” instead of “clear and convincing
evidence.”125 Following a century of case law, the Supreme Court
concluded in 2011 that “the presumption [of validity] encompassed not
only an allocation of the burden of proof but also an imposition of a
heightened standard of proof,” as compared to “a preponderance standard
of proof.”126
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Third, unlike district court judges, a PTAB judge is required to have a
bachelor or higher technical degree.127 The PTAB judges exercise their own
judgment to explore the technical truth of a patent independently. While a
Federal Circuit judge aims to pick a winner between the claim
constructions presented by each party, a PTAB judge often ignores or
disagrees with each party and arrives at their own conclusions.
With respect to these features, the Supreme Court concluded that “the
purpose of the [IPR] proceedings ‘is not quite the same as the purpose of
district court litigation.’”128 The Court considers that “the [IPR] proceeding
offers a second look at an earlier administrative grant of a patent.”129
Following the Court’s reasoning, we can conclude that the PTAB serves a
mixed purpose to both “resolve concrete patent-related disputes” like the
federal court and “protect the public’s ‘paramount interest in seeing that
patent monopolies . . . are kept within the legitimate scope.’”130 Unlike the
AIA proceedings, private patent litigation is not a mechanism to ensure that
high social cost patents are correctly granted.131
Arguably, the BRI standard has a better chance of allowing the PTAB
to achieve the mixed goal than the Phillips standard. Though both
standards generally follow the same framework, the subtle difference is
exactly what the PTAB needs to properly guard the public interest. A
former Federal Circuit judge once pointed out:
[T]he putative claim construction standard between courts and the Patent
Office is the same—with the one minor difference being that courts may apply
disclaimers made by a patent owner during prosecution, even if the claims do
not supply a textual hook for such disclaimer, while the Patent Office properly
forces an applicant or Patent Owner to put the explicit text in the claims if it is
not already there.132

The BRI standard enables the PTAB to further explore the boundaries
of the claims and fine-tune the scope of the patent.133 The public interest in
having proper notice is also served by the clear record generated from the
interactive process. Without the continuing application of the BRI standard
at the post-grant stage, the incentive for the applicant to draft clear patents
will decrease. The PTAB can only achieve half of its job done under the
127
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Phillips standard. Overall, the public interest in unpatentable knowledge
will suffer after the rule change.
C. Tension with Other Proceedings within the PTO
After this rule change, the PTO will apply the BRI standard in all
patent applications, as well as reissuance and reexamination proceedings,
while applying the Phillips standard in AIA proceedings.134 When
reaffirming its decision to keep using the BRI standard in AIA proceedings
in 2016, the PTO noted that “because issued patents can return to the
Office through a number of different avenues in addition to AIA trials, it
should follow the same claim construction approach in all of its
proceedings.”135 It expected “difficulties could arise where the Office is
handling multiple proceedings with different claim construction standards
applicable.”136
As indicated by one comment, the current rule change might lead to
the result that claims found patentable in an AIA proceeding might be
unpatentable over the same prior art in a reexamination.137 In response, the
PTO first pointed to a recent study, which shows the differences between
the BRI and Phillips standards do not often lead to a variance in claim
interpretation.138 In the end, it simply claimed that the PTO will exercise its
discretion if different claim constructions are reached in AIA proceedings
and reexaminations.139
As discussed previously, the difference is subtle, but an examiner in
taking a second look at the boundary of a claim is likely to reach a broader
scope than a PTAB judge looking for an accurate claim construction in an
AIA proceeding. Though the court in Power Integrations said that the
construction in reexamination under BRI could coincide with that of a court
using Phillips, it neither required these two to be the same, nor did it
preclude a broader construction in reexamination.140 Rather, it emphasized
that the board’s construction must be reasonable.141 While it is reasonable
that separate tribunals will reach different conclusions due to different

134 37 C.F.R. § 1.75(d)(1) (2019); Changes to the Claim Construction Standard Oct. 2018, supra
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jurisprudence, it seems more chaotic that the agency granting patent rights
provides divergent opinions on the same patent.
While the AIA proceedings received more attention since their
implementation, ex parte reexamination is still a viable option for third
parties to challenge an issued patent and has its own advantages. For
example, the ex parte proceeding could be anonymous, low-cost and faster
than the AIA proceedings.142 Also, as compared to IPR, the reexamination
proceeding has higher institution rates and similar survivability rates,
which “may provide a better overall chance of invalidating the claims at
issue.”143 After the rule change, since the BRI standard is potentially more
favorable to the challengers, it is possible that more petitions might be filed
for reexamination and the hypothetical difficulty in the comment is likely
to become real.
IV. CONCLUSION
Though followed by criticism since the very beginning, the AIA
proceedings seem to work fine so far. The statistics do not show an
unreasonable invalidation rate in the AIA proceedings.144 In fact, it is
comparable with the number in both US and EU courts.145 Some
commentators pointed out that the implementation of inter partes review
had helped avoid at least $2.31 billion dollars in deadweight losses for
plaintiffs and defendants.146 As discussed above, this change of rule is not
necessarily going to bring more efficiency. On the contrary, it is more
likely to create chaos and confusion.
Overall, the BRI standard might work better to ensure that high social
cost patents are correctly granted, and therefore, provide a proper balance
between protecting the public interest in unpatentable knowledge and
rewarding the patentees for their innovations. The rule change will not
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necessarily bring the benefits claimed by the PTO, but the ability of the
PTAB to double-check the granted patents will be impaired.
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